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(57) Abstract 

Methods and systems for 
enabling a subscriber to interrupt a 
review of messages in a voice mail 
system (VMS), to make a call or 
take some other action, and to return 
to the same position as occupied 
at the time of interruption in the 
review of messages in the VMS. In 
response to an indication from the 
subscriber's communic ation to leave 
the review, an identifier is created to 
mark the position of the subscriber's 
communication in the review. The 
identifier is stored in the VMS. The 
VMS transmits a release message 
with respect to the subscriber's 
communication, the message including 
a copy of the identifier. The message 
may be a GR-1 129 message including 
a remote operations (RO) parameter 
with the copy of the identifier. In 
response to the release message, a 
service control point (SGP) stores 
the copy of the identifier and causes 
whatever action is indicated in the 
message to be taken with respect 
to the subscriber's communication. 
In response to receipt of a release 

message from a network element other than the VMS, the SCP routes the subscriber's communication including the copy of the identifier 
to the VMS. The VMS uses the copy of the identifier with the identifier to place the subscriber's communication in the same position 
occupied previously in the review. 
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a. With regard to the language, the international search was carried out on the basis of the international application in the 
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the international search was carried out on the basis of a translation of the international application furnished to this 
Authority (Rule 23.1(b)). 

With regard to any nucleotide and/or amino acid sequence disclosed in the international application, the international search 

was carried out on the basis of the sequence listing : 

| [ contained in the international application in written form. 

| | filed together with the international application in computer readable form. 

| | furnished subsequently to this Authority in written form. 
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| | the statement that the subsequently furnished written sequence listing does not go beyond the disclosure in the 
international application as filed has been furnished. 
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|"X"| the text is approved as submitted by the applicant. 

□ the text has been established, according to Rule 38.2(b), by this Authority as it appears in Box III. The applicant may, 
within one month from the date of mailing of this international search report, submit comments to this Authority. 

6. The figure of the drawings to be published with the abstract is Figure No. 4 

[X| as suggested by the applicant. Q None of the figures. 

| | because the applicant failed to suggest a figure. 

| | because this figure better characterizes the invention. 



Form PCT/ISA/210 (first sheet) (July 1998) 



INTERNATIONAL SEARCH REPORT 



Intern, jnal Application No 

PC.T/US 00/04766 



A. CLASSIFICATION OF SUBJECT MATTER 

IPC 7 H04M3/533 H04M1/64 H04M1/65 H04L12/58 H04Q3/00 



According to International Patent Classification (IPC) or to both national classification and IPC 



B. FIELDS SEARCHED 



Minimum documentation searched (classification system followed by classification symbols) 

IPC 7 H04M H04L H04Q 



Documentation searched other than minimum documentation to the extent that such documents are included in the fields searched 



Electronic data base consulted during the international search (name of data base and, where practical, search terms used) 



C. DOCUMENTS CONSIDERED TO BE RELEVANT 



Category ° 


Citation of document, with indication, where appropriate, of the relevant passages 


Relevant to claim No. 


A 


WO 97 08901 A (MOTOROLA INC) 
6 March 1997 (1997-03-06) 
the whole document 


1-4,6,7, 
9-11 


A 


US 5 712 903 A (MCDERMOTT CHRISTINE D ET 
AL) 27 January 1998 (1998-01-27) 
column 12, line 43 -column 17, line 14; 
figures 3,4B,5 


1-4,6,7, 
9-11 


A 


US 5 742 905 A (BR0CKMAN JAMES JOSEPH ET 
AL) 21 April 1998 (1998-04-21) 
column 1, line 11 -column 36, line 63 

-/-- 


1-4,6,7, 
9-11 



[ X [ Furtner documents are listed in the continuation of box C. 



0 



Patent family members are listed in annex. 



° Special categories of cited documents : 

"A" document defining the general state of the art which is not 
considered to be of particular relevance 

"E" earlier document but published on or after the international 
filing date 

"L" document which may throw doubts on priority claim(s) or 
which is cited to establish the publication date of another 
citation or other special reason (as specified) 

"O" document referring to an oral disclosure, use, exhibition or 
other means 

"P" document published prior to the international filing date but 
later than the priority date claimed 



"T" later document published after the international filing date 
or priority date and not in conflict with the application but 
cited to understand the principle or theory underlying the 
invention 

"X" document of particular relevance; the claimed invention 
cannot be considered novel or cannot be considered to 
involve an inventive step when the document is taken alone 

"Y" document of particular relevance; the claimed invention 

cannot be considered to involve an inventive step when the 
document is combined with one or more other such docu- 
ments, such combination being obvious to a person skilled 
in the art. 

document member of the same patent family 



Date of the actual completion of the international search 

15 June 2000 


Date of mailing of the international search report 

14/07/2000 


Name and mailing address of the ISA 

European Patent Office, P.B. 5818 Patentlaan 2 
NL - 2280 HV Rijswijk 
Tel. (+31-70) 340-2040, Tx. 31 651 eponl, 
Fax: (+O1-70) 340-3016 


Authorized officer 

Nash, M 



Form PCT/ISA/210 (second sheet) (July 1992) 



page 1 of 2 



INTERNATIONAL SEARCH REPORT 



C(Continuatlon) DOCUMENTS CONSIDERED TO BE RELEVANT 



Intern jnal Application No 

PCT/US 00/04766 



Category ° Citation of document, with indication.where appropriate, of the relevant passages 



Relevant to claim No. 



SOS E: "DIE T-NET-BOX - DER 
ANRUFBEANTWORTER IM NETZ" 
TELEKOM UNTERR ICHTSBLAETTER , DE , HAMBURG , 
1998, pages 1-8, XP000861610 

ISSN: 0942-7287 
the whole document 



1-4,6,7, 
9-11 



Form PCT/ISA/210 (continuation of second sheet) (July 1 992) 



page 2 of 



2 



.formation on patent family members 


Intern, jnal Application No 

PCT/US 00/04766 


Patent document 
cited in search report 


Publication 
date 


Patent family 
member(s) 


Publication 
date 



WO 9708901 



06-03-1997 



CN 
EP 
JP 
US 



1194078 A 
0886978 A 
11512201 T 
5872521 A 



23-09-1998 
30-12-1998 
19-10-1999 
16-02-1999 



US 5712903 A 27-01-1998 NONE 



US 5742905 


A 


21-04-1998 


CA 


2199802 


A 


28-03-1996 








EP 


0782805 


A 


09-07-1997 








JP 


9511884 


T 


25-11-1997 








WO 


9609714 


A 


28-03-1996 








US 


5742668 


A 


21-04-1998 



Form PCT/ISA/210 (patent family annex) (July 1992) 



RBCD 0 8 JUN 2001 

WIPO PCT 



INTERNATIONAL PRELIMINARY EXAMINATION REPORT 

(PCT Article 36 and Rule 70) 



Applicant's or agent's file reference 
36968/199881 


See Notification of Transmittal of International 
FOR FURTHER ACTION Preliminary Examination Report (Form PCT/IPEA/416) 


International application No. 
PCT/USOO/04766 


International filing date (day/month/year) 
25/02/2000 


Priority date (day/month/year) 
26/02/1999 


International Patent Classification (IPC) or national classification and IPC 
H04M3/533 


Applicant 






BELLSOUTH INTELLECTUAL PROPERTY CORPORATION et al. 





1. This international preliminary examination report has been prepared by this International Preliminary Examining Authority 
and is transmitted to the applicant according to Article 36. 



2. This REPORT consists of a total of 8 sheets, including this cover sheet. 

□ This report is also accompanied by ANNEXES, i.e. sheets of the description, claims and/or drawings which have 
been amended and are the basis for this report and/or sheets containing rectifications made before this Authority 
(see Rule 70.16 and Section 607 of the Administrative Instructions under the PCT). 

These annexes consist of a total of sheets. 



PATENT COOPERATION TREAT 

PCT 



3. This report contains indications relating to the following items: 
I IS Basis of the report 



II 


□ 


Priority 


III 


□ 


Non-establishment of opinion with regard to novelty, inventive step and industrial applicability 


IV 


□ 


Lack of unity of invention 


V 




Reasoned statement under Article 35(2) with regard to novelty, inventive step or industrial applicability; 
citations and explanations suporting such statement 


VI 


□ 


Certain documents cited 


VII 


s 


Certain defects in the international application 


VIII 




Certain observations on the international application 



Date of submission of the demand 
19/09/2000 


Date of completion of this report 
06.06.2001 


Name and mailing address of the international 
preliminary examining authority: 

European Patent Office 
WjS) D-80298 Munich 

Tel. +49 89 2399 - 0 Tx: 523656 epmu d 

Fax: +49 89 2399 - 4465 


Authorized officer ^~zzr~^ 
Nash, M f }) 

Telephone No. +49 89 2399 2032 ^Suz+S 



Form PCT/IPEA/409 (cover sheet) (January 1994) 



INTERNATIONAL PRELIMINARY 
EXAMINATION REPORT 



International application No. PCT/US00/04766 



I. Basis of the report 

1 . With regard to the elements of the international application (Replacement sheets which have been furnished to 
the receiving Office in response to an invitation under Article 14 are referred to in this report as "originally filed" 
and are not annexed to this report since they do not contain amendments (Rules 70. 16 and 70. 17)): 
Description, pages: 

1 -22 as originally filed 

Claims, No.: 

1-12 as originally filed 

Drawings, sheets: 

1/4-4/4 as originally filed 



2. With regard to the language, all the elements marked above were available or furnished to this Authority in the 
language in which the international application was filed, unless otherwise indicated under this item. 

These elements were available or furnished to this Authority in the following language: , which is: 

□ the language of a translation furnished for the purposes of the international search (under Rule 23.1 (b)). 

□ the language of publication of the international application (under Rule 48.3(b)). 

□ the language of a translation furnished for the purposes of international preliminary examination (under Rule 
55.2 and/or 55.3). 

3. With regard to any nucleotide and/or amino acid sequence disclosed in the international application, the 
international preliminary examination was carried out on the basis of the sequence listing: 

□ contained in the international application in written form. 

□ filed together with the international application in computer readable form. 

□ furnished subsequently to this Authority in written form. 

□ furnished subsequently to this Authority in computer readable form. 

□ The statement that the subsequently furnished written sequence listing does not go beyond the disclosure in 
the international application as filed has been furnished. 

□ The statement that the information recorded in computer readable form is identical to the written sequence 
listing has been furnished. 

4. The amendments have resulted in the cancellation of: 

□ the description, pages: 

□ the claims, Nos.: 
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□ the drawings, sheets: 

5. □ This report has been established as if (some of) the amendments had not been made, since they have been 
considered to go beyond the disclosure as filed (Rule 70.2(c)): 

(Any replacement sheet containing such amendments must be referred to under item 1 and annexed to this 
report.) 



6. Additional observations, if necessary: 



V. Reasoned statement under Article 35(2) with regard to novelty, inventive step or industrial applicability; 
citations and explanations supporting such statement 

1. Statement 

Novelty (N) Yes: Claims 1-12 

No: Claims 

Inventive step (IS) Yes: Claims 1-12 

No: Claims 

Industrial applicability (IA) Yes: Claims 1-12 

No: Claims 



2. Citations and explanations 
see separate sheet 



VII. Certain defects in the international application 



The following defects in the form or contents of the international application have been noted: 
see separate sheet 



VIII. Certain observations on the international application 

The following observations on the clarity of the claims, description, and drawings or on the question whether the 
claims are fully supported by the description, are made: 
see separate sheet 
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been marked, after reading or automatically tagged using rules setup by the 
user. 

c. The further documents cited in the search report only disclose side aspects 
of the present invention. 

3. Object 

The object of the invention is not to have to listen to previously heard voice mail 
messages each time the voice mail system is accessed. For example a subscriber 
listens to voice mail messages that have been left, and has the time to hear the 
first three messages and then the first 30 seconds of the fourth message. The 
subscriber then has to leave for a meeting and returns to continue to listen to the 
voice mail messages exactly where the hearing of the last voice mail message 
was stopped, i.e. exactly 30 seconds into the fourth message. 

4. Present Invention and Solution 

The idea behind the present invention is: 

a. When the subscriber leaves the review of voice mail messages, a tag is left 
to mark the position of the subscriber's position in the review, 

b. the tag is stored (in the voice mail system), and 

c. on returning to the voice mail message review, the stored tag is used to 
establish the correct position. 

5. Conclusion 

The present invention clearly differentiates itself from the cited prior art and is not 
rendered obvious by the documents that are cited in the search report and is thus 
seen as novel and inventive, Article 33(2) and (3) PCT. 
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The dependent Claims 2 to 5, 7, 8 and 10 to 12 disclose further embodiments of 
the independent method Claims 1 and 6 and the independent system Claim 9 
which thus also fulfil the requirements of Article 33(2) and (3) PCT with respect to 
novelty and inventive step. 

The present application is obviously also industrially applicable and thus fulfils 
Article 33(4) PCT. 

With respect to item VII. 

Certain defects in the international application 

1 . To meet the requirements of Rule 6.3(b) PCT the independent claims should have 
been cast in the two-part form, with those features known in combination from the 
prior art (see document D1) being placed in a preamble (Rule 6.3(b)(i) PCT) and 
with the remaining features being included in a characterising part (Rule 6.3(b)(ii) 
PCT). 

2. To fulfil the requirements of Rule 5.1 (a)(ii) PCT, document D1 should have been 
identified in the description and the relevant background art disclosed therein 
briefly discussed. 

3. The opening part of the description should have been brought into conformity with 
any amended independent claims (Rule 5.1(a)(iii) PCT). 

Furthermore, following the disclosure of document D1 , the statement indicating 
the technical problem to be solved by the invention, required revision, which 
should have been effected taking the requirements of Rule 5.1(a)(iii) PCT into 
account. 

4. Reference signs placed in parentheses should have been inserted into all the 
claims to increase their intelligibility (Rule 6.2(b) PCT). This applies to both the 
preamble and the characterising portion. 



Form PCT/Separate Sheet/409 (Sheet 3) (EPO-April 1997) 



INTERNATIONAL PRELIMINARY International application No. PCT/US00/04766 

EXAMINATION REPORT - SEPARATE SHEET 



5. The words "which is incorporated herein by reference" (page 1 , line 10; page 10, 
line 18; page 13, line 14 and 7) should have been deleted because the cited 
documents are not essential for carrying out the invention within the meaning of 
Article 5 PCT (Guidelines C-ll, 4.17). 

6. The reference to the U.S. applications (on page 1 , lines 6 to 10 and page 13, lines 
10 to 14), since these are not open for public inspection until the patents are 
granted, should have been replaced with the respective publication numbers and 
the publication dates. 

7. Due to the pertinence of the document D1 the Applicant should have indicated in 
the letter of reply the difference of the subject-matter of the claims vis-a-vis the 
state of the art and the significance thereof. 

With respect to item VIII. 

Certain observations on the international application 

1 . Although Claims 1 , 6 and 9 have been drafted as separate independent claims, 
they appear to relate effectively to the same subject-matter and to differ from each 
other only with regard to the definition of the subject-matter for which protection is 
sought and in respect of the terminology used for the features of that subject- 
matter. The aforementioned claims therefore lack conciseness. Moreover, lack of 
clarity of the claims as a whole arises, since the plurality of independent claims 
makes it difficult, if not impossible, to determine the matter for which protection is 
sought, and places an undue burden on others seeking to establish the extent of 
the protection. 

Hence, Claims 1 , 6 and 9 do not meet the requirements of Article 6 PCT. 

In order to overcome this objection, it would appear appropriate to file an 
amended set of claims defining the relevant subject-matter in terms of a single 
independent claim in each category, in this case a single independent claim in the 
method category and a single independent claim in the system category followed 
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by dependent claims covering features covering further embodiments (Rule 6.4 
PCT). 

2. The independent system claim 9 is not clear (Article 6 PCT) because: 

a. the category is not clear: is it a position of a subscriber's communication or 
actually a voice mail system that is being claimed (page 25, lines 1 to 4)? 
The claim should be modified so that the category of the claim is 
unambiguously discernable. 

b. the wording used is ambiguous: how can a system enable the subscriber's 
communication to make a call (page 25, lines 2 and 3)? The function that is 
to be performed should be described clearly using wording found in the 
description. 
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